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RECEIVED 

CEWFIALfiWC CENTER 

FEB 2 2 2006 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 

STEVEN C. JOHNSON et al. HP Docket No. 10003562-1 

Serial No, : 09/909,501 Examiner Neurairter 

Fried July 20, 2001 Group Art Unit 2143 

For ELECTRONIC SERVICE TRANSACTION AND METHOD 

Commissioner for Patents 
P. O. Box 1460 

Alexandria, Virginia 22313-1450 
Sir: 

DECLARATION UNDER 6 1.131 

We declare as follows: 

1. We are inventors who, on July 20, 2001. filed the above-Wentified 
application. At the time of invention of Ihe subject matter set forth in such 
application, we were employees of Hewlett-Packard Company. 

2. In the December 27. 2006 Office action, the Examiner cites U.S. 
Publication No, 2002/0163662 to Kaufman et al. in rejecting all claims of the above- 
identified application. 

3. U.S. Publication No. 2002/0163662 to Kaufman et al. claims the benefit 
of U.S. provisional Application Serial No. 60/287,761 (filed May 1, 2001), and is a 
continuation-in-part of U.S, Patent Application Serial No, 09/642,538 (filed August IS, 
2000). 
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4. Applicants expressly do nfi| concede that either U.S, Provisional 
Application Serial No. 50/287,761 , or U.S. Patent Application Serial No. 09/642,538, 
fully discloses the subject matter in U.S. Publication No. 2002/0153662 to Kaufman et 
al.. or the subject matter claimed in the above identified application. 

5. Prior to August 18, 2000, the earliest possible effective date of U.S. 
Publication No. 2002/0163662 to Kaufman et al., we conceived of our Invention, and 
diligently worked toward reducing our invention to practice, 

6. ExhrbU 1, an HP Invention Disclosure form for an invention entitled "A 
Printer That Can Initiate (and Possibly Complete) an E-Service Transactron", was 
prepared prior to August 18, 2000, the earliest possible effective date of U.S. 
Publication No. 2002/0163662 to Kaufman et al. 

7. At the time of preparing Exhibit i. which preceded August 18, 2000, we 
had conceived of an electronic sen/Ice transaction apparatus, comprising: a 
computer peripheral device having a communication link with an electronic service 
site; and a messaging system configured to connmunicate between the computer 
peripheral device and th© electronic service site and operative to enable sending and 
receiving of at least one of messages and information between the computer 
peripheral device and the slectronic service site, wherein the communication link 
connects the computer peripheral device with the Internet, and the computer 
peripheral device is configured to initiate an electronic service transaction with the 
electronic service sUe through self-access of the messaging system. 
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8. We also had conceived a computer peripheral device, comprising: an 
output engine; a transaction execution subsystem communicating with the output 
engine; a communication interface communicating with the transaction execution 
subsystem; and processing circuitry communicating with the transaction execution 
subsystem and operative to initiate an electronic services transaction through self- 
access from the transaction execution subsystem using the communication interface 
via an external network with an electronic services provider. 

9. We also had conceived a method of initiating an electronic services 
transaction, comprising: providing a computer peripheral device having a 
communication link with an electronic service site and an interface system for 
initiating an electronic service transaction between the computer peripheral device 
and the electronic service s'rte; detecting a need to initiate an electronic computer 
peripheral serv^icing transaction from the computer peripheral device with an external 
electronic service s/te; and initiating the electronic computer peripheral sen^icing 
transaction in response to the detected need using the computer peripheral device, 

10. Following our conception prior to August 1 8, 2000, we diligently worked 
toward reducing our inventions to practice, and on July 20, 2001. tiled the present 
patent application. 

11. All acts set forth herein and/or relied upon for the purpose of 
establishing invention prior to August 18, 2000 were carried out in the United States, 
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12. We declare that all statements made herein of our own knowledge are 
true and all statements made on information and belief are believed to be true. These 
statements were made wfth the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment or both under § 1001 of Title 18 of the 
United States Code, We understand that such willful false statements may jeopardize 
the validity of the application or any patent issuing therefrom. 



Date: (g/lvT 



Date: 




Shane R. Konsella 



Date: 



Kwesi Abraham 



Date: 



Arti Shukia 



Date: 



Jessop T. Dennis 



Date: 



Michael L Rishel 
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12. We declare that all statements made herein of our own knowledge are 
true and all statements made on information and belief are believed to be true* These 
statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment or both under § 1001 of Title 18 of the 
United States Code. We understand thai such willful false statements may jeopardize 
the validity ot the application or any patent issuing (herefrom. 
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A [Writer that can Initiate (and possibly complete) an e-servlce transaction. 
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A printer that (ran initiate (and possibly complete) an ^'Service transaction. 
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PQjtc 1 or 2 



Description of Invention 

Very soon, cicrvices wilt be ftbuRdtnt on Oic intcToct This disclosure propoies |he initiittail Of c-MtV»Ce tTuisiictiotns Bt the printer. 
ThU investiDn CDnsists of: 

1) Anye-servkc ^ 

2) A printer 

a) connected to the inicmct 

CApable afinititXk^ (and pottible canyn^ out) an &saVice tnm«ction 



Background 

Prior Solutions and Olsadvantages 

ScTviccB are cMTTcntty qv^nablc on tbc iplsmet- Oistameff can MX n biONVSer ro tcteu wcb^itu 1o find infgnivtion, pwcbftSO goods, 
etc. However this model has aovcra] disadv^magcs: 

L Thase truuactioiu vc iiutiated vanuaUy by ihfi user, tlirou^ a web browser otk (be PC 

2. If the Inmactian ib printer related, the uxr must be infonned dut « aervic^ existo and wfa^re to find it oa die intemeC. 

3. ir the trafUHctkm is printer rcUtcd, the user musi know dettila about Ms pvticuXv printer model osd configurition. 

4. If die trwuBctkm u prinicr lelBted, the user must crack tuB own behsvior and aztticip&ta ht9 own fumre needi. 

5. Even if (he trannction is piintef letated^ the Ulet chooses ViAuch Bervkxs lo ccadnct bufimcBB wittt His choice ouy not ncccuerily 
cobtcidt with bii exACt ptioler modtJ. Thbtvfytt, the pnat«f dunufwtarcr nay not realize uiy flniBctol «dvMtas« firom ihii 
model. Abo. the goods purehised nay not be compitible with the ttter*£ ekact pximer model and ooniigw^tian. 

Now Solution 

Tins disclosure proposes die initiiiiO» (tad posiible coirtpletion) e^servke transictionB at the printer. Thi» mvencioo consilts of: 
1 . Any c-sCTviee 

Such u) t'Strv'tct >vUl provide Snviec) dlher fbr frve or for a fee. Theic c-scrviccs may or may ttot be prbH-rcbtcd, Tbe possibi lilies 
for e-servicea are ncaity endless. Some cjuunples of print^aifrd e-serviccs migbi include but ore not limilBd to: KheduKng 
tmuitenuicet upgrading foinwaie, ardenng consuDublos, downloadmg aod/or printing nunuali <ir other doetiment*, upgntding the 
driver Itself. Some examples of non print-related e-«erviceQ might nctude but are flOT limited to: Sending on e-imil to ttw BytfCem 
admiwttrator, genirvg the laiett ^ock quale for your favorite stocki EBttug the latost weather report, etc. 

3) A printer 

b) connected ta the internet 

This invention requirca the ability for the primer to access (or cause another process to wcess) the inlenwt lo connect to and 
initiate a tnmacTion with an e^SeryiCe* This aCCeaa could be provided through a dial-up access method, dtdioucd internet 
eonneetian. or any other mechamam. 

b) capable of initiating (and possible carrying out) ati e-e crvke troosactioa 

The printer is able to detemine what e-scrvjce tianBBCtkm(a) to initiate and when best to initiate the trazuaetieo. This could bs 
hosed on I ) user Input - where the user navi^tes menus on the priiitBr*5 contml pane] or otherwise causes Che printer to initiate e^ 
service, 2) print-time printer stale - wfaere at pruit-tLM« the driver initisf n an e-iervice transactioii based on the State of tbo printer 
and/or the contents of the current prinx job* or 3) statistical analysis - where the driver tracks the uscr*s behavior over a period of 
time or over a aet ofprint jobs to deiennitte the user^S nOeds. The c-icrviee transaction could be initiated by a) simply launching a 
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pnm«r-bB8«d web browser ant) pomting it to m e-«ervjcfr site whm tbo uicr cDiqilcccB the tnnuction, b) cooDcctint to the e- 
KTvicc «nd canryms out the entire traoMCtion BUtonuticblly with no user Ifiieracdoiif or c> iny cpml^inatios of a Jind b. 

Exunipte 1: 

U Suppoie ui e-servicc exists to render web page* and return ifaem u ?CL5 or PostScript print streams. (See related diidosure, 
*'UtajVcrfial Doctiixienl TransbtiMl c-Servicc") 

2, Suppose the ui«r*i pfliuer it conneded to ibe inremet, tnd ih« user an pcini ibc pcimer to sopc docimiQitt or p»g« on the 
internet and request thii ii be printed. 

3. T)w t>fint6r would sei^ the URL for the docwneni or web page to the e-^ervice and requesi that it be sent bade to the pAtiter at a 
print strewnn. 

4. Tbe primer prints the document or web pago. 
Exninplc 2: 

J . Suppoie an e^erviee exUts to sell laser priatd toner. Norrmliy. the user would bm to learn dut neh a site exists {from print 
idvcrtisanents, television advcrtisciiiait»p ctc.^ and immiilly point bis web browser to the site to conduce a tnosectiaii. 

2. Suppose the user's priDCcr i« cimng^rcd to access the intemeL 

3. SujqiOfie tbe user's printer fA msmimented to monitor the toner level in its cartridge. 

4' The user confifiures the primer Id aulomAlfCnlly order toner firom ihe e-scwiee when the toner level falls to a certain level, 

5, When tbe preset toner level is reached, the printer autemattcslly eonntets to the c-acrk^cc and orders a tbs o«w toner cartrid^o 

Advantago9 of Now Sofution 

• E-serviees arc made occcssibte without the need for a ?C or Ofba host computer. 

* TnnsacliDna can be mitiBled at the place and time of need. 

■ The printer can be pre-configured to Iomw where certain e-services cust oa the intemci. 

« Print related tmnSBcrionB can be mitiated b^^ the prioEer, which has access to roast or all of the iafounaaoQ necessary (0 Viigtr 
(and pcisibie cany out) a ttamocEion. such as printer model and configufaiioo, sute of the printETt cements of the euErent or past 
jobs, etc 

* The printer could tnck the user's behavior to detennine whkb bansactions to initiate and when to initiats fhcm. 

• E-services ore nude ova liable to the user through a printer that he already has ins tailed. 

» Certain a-serviceB to uss can be pre-set to those provided by ibe printer's nvwufaCCurer. oUowtng that xnamfbcmrcr to realize the 
financial ddvaotagea from the o-Bcrvice. 
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